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The claims now in the case are claims 1-9 and U. 

The Examiner is thanked for the courtesies extended to applicant's representative 
during the help&i interview held October 19, 2004, The comments appearing in the 
Interview Summary reflect an accurate account of the interview. 

The Examiner objected to original Figs. 1 -3 as being informal and not showing all 
features appearing in the claims. The new drawings comply with PTO standards and 
show the dim light (the feature not shown in the original drawings). This feature is 
mentioned in the original description and therefore does not constitute new matter. Entry 
of the proposed drawings and withdrawal of the objection is solicited 

The amendment to the specification is submitted to provide an identifying 
numeral for the light. 

Claims 9 and 10 are objected to as merely setting forth an intended mode of use of 
the device. Claim 9 has been amended so as to positively set forth the presence of a light 
and claim 10 has been canceled. Accordingly, this objection may be withdrawn. 

Claims 1-3, 5, 6, 9, and 11 are rejected under 35 USC 102(b) as being anticipated 
byAHee. This rejection is traversed. 

Claims 1, 2, 4, 5, and 9 are rejected under 35 USC 102(b) as being anticipated by 
Rule. This rejection is traversed. 

As the issues involved are the same or similar, and the same arguments apply to 
both rejections the two above rejections will be discussed together. 

The claims require a structure This is defined by Encarta World English 
Dictionary, North American Edition as: 1. something built or erected: a building, bridge, 
framework, or other object that has been put together from many different parts. This 
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definition applies to applicant's invention, ft does not apply to the sleeping bags or 
garments shown by the references. As seen from the drawings, the structure of the 
present invention contains a framework which enables the structure to maintain its 
hollow, three-dimensional shape. The sleeping bag of the Aliee reference does not have a 
framework and is incapable of maintaining a vertical dimension in the absence of 
someone inside. Likewise, the garment of the Rule reference does not have a framework 
and could not maintain a vertical dimension in the absence of someone wearing the 
garment. 

During the above-mentioned interview, the Examiner stated that he considered the 
subject matter of the cited patents, and anything else, to be structures. 

The court in GENERAL ELECTRIC COMPANY v. THE UNITED STATES, 
198 U.SPQ, 65 (USCtCis 1978) stated: 

The necessity for a sensible and systematic approach to 
claim interpretation is axiomatic. The Alice-in-Wonderland 
view that something means whatever one chooses it to mean 
makes for enjoyable reading, but bad taw. Claims are best 
construed in connection with the other parts of the patent 
instrument and with the circumstances surrounding the 
inception of the patent application. 

The other parts of the application clearly demonstrate that applicant intends that 

the terra "structure" to refer to those things which are hollow, three-dimensional, and 

capable of standing alone and maintaining their shape without someone inside providing 

the shape. Thus, it is applicant's position that the term "structure" has a recognized 

meaning and that the prior art sleeping bag and garment do not come within this 

recognized meaning. 
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Kindly note that the claims have been amended to emphasize applicant's position 
regarding the nature of the structure, ft is considered that the amendment does not 
involve new matter as all of the added characteristics are clearly shown in the drawings. 

Regarding the Allee reference specifically, the claims call for an animal-shaped 
structure. The sleeping bag of AUee is not shaped Kfce an animal. The bag, itself, is 
rectangular in shape and thus does not meet this claim limitation. 

Regarding the Rule reference specifically, the claims call for an entrance which is 
of such a size to allow a child to craw! through it. The Rule reference shows a slit. 
Children do not crawl through slits. That the limitation as to the size of the entrance 
should be interpreted so as to require an opening larger than a slit Js clear from the 
drawings. 

Regarding the rejection of claim 9, specifically over each of Allee and Rule, the 
claim requires a dim light inside the structure. Neither of the references shows such a 
feature. 

For the above reasons it is applicant's position that the Allee and Rule references 
fail to anticipate the rejected claims and withdrawal of the rejections is solicited. 

Claims 7 and 8 were rejected under 35 USC 103(a) as being unpatentable over 

Allee. 

As to claim 7, the Examiner urges that it is well known to make or combine a 
sleeping bag with an integrated inflatable pad or mattress. The Examiner concludes that 
it would have been obvious in light of the Allee reference and the well known 
information to provide the Allee sleeping bag with an integrated or combined inflatable 
pad 
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As to claim 8, the examiner states that h is very well known to make toys with 
simulated animal features that operate electronically. The Examiner concludes that it 
would have been obvious in view of the AlJee reference and the well known information 
to provide the Allee sleeping bag with eyes that light up. This rejection is traversed 

The rejections of claims 7 and 8 will be discussed as a unit. 

Section 102 of Title 35 states that a person shall be entitled to a patent unless-. It 
is thus the burden of the PTO to establish that the inventor should be denied a patent on 
his invention In order to meet this burden in situations involving obviousness, the PTO 
must resolve the four Graham factual inquiries. The four inquiries are: determining the 
scope and content of the prior art, ascertaining the differences between the prior art and 
the claims at issue, resolving the levej of ordinary skill in the pertinent art, and 
considering objective evidence present in the application indicating obviousness or 
nonobviousncss. 

In the decision of Q. Todd Dickinson, Acting Commissioner of Patents and 
Trademarks, Petitioner v. Mary E. Zurko et al., 50 USPQ2d 930 (Sup. Ct. 1999), alt 
parties agreed, and the Court held, that the PTO is an "agency" subject to the APA's 
constraints. 

That the Supreme Court is serious concerning holding agencies accountable to 
their duties under Tide 5 is made clear in the decision of Burlington Truck Lines v. 
U.S., 371 U.S. 156, 83 S. Ct. 239, 9 L.E& 2d 207 (1942) wherein the Supreme Court 
faulted the ICC for failure to make findings and an analysis to justify its choice between 
two different available and apparently adequate remedies. 

That the CA3FC is serious concerning holding the PTO accountable for its duties 
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stated in 5 USC 557 is made clear in the concurring opinion of Judge Gajarsa in the 
decision of Arjun Smgfa v. Anthony J. Brake 55 USPQ2d 1673 (CAFC 2000). Judge 
Gajarsa stated: 

On remand, the Board should keep in mind our admonition in 
Gechter v. Davidson, 43 USPQ2d 1030, 1(M3 <Fed. Cir. 1997) that 
"necessary findings must be expressed with sufficient particularity 
to enable our court, without resort to speculation, to understand the 
reasoning of the Board* C£ 5 USC. 557(c) (requiring thai "all 
decisions" in formal adjudications, whether preliminary or final, 
"include » . . findings and conclusions, and the reasons or basis therefor, 
on al! the material issues of fact, law, or discretion presented on the 
record" A detailed account of the underlying evidence supporting a 
finding of feet, or the underlying facts supporting a conclusion of law, 
does more than exert discipline on the Board and expose its reasoning 
to the light of public scrutiny- It provides this court with a meaningfid 
opportunity to determine whether the Board has strayed from the 
boundaries of its statutory authority. In this way, both the Board and 
this court benefit. 



That the BPAI is serious in administering its responsibilities derived from Title 5 
is indicated in the decision of A.S-, Junior Party, v. BJL, Senior Party. 1998 Pat. App. 
Lexis 10 (BPAI 1998). 

In making its decision that the CAFC should review decisions of the PTO Board 
of Patent Appeals and Interferences using the court/agency standard rather than the 
court/court standard, the Supreme Court stated that Congress has set forth the 
appropriate standard in the AP A. Some of these standards as set forth in Section 557 of 
Htle 5 are: 

Before a recommended, initial, or tentative decision, or a 
decision on agency review of the decision of subordinate employees, 
the parties are entitled to a reasonable opportunity to submit for the 
consideration of the employees participating in the decisions - (1) 
proposed findings and conclusions; or (2) exceptions to the decisions 
or recommended decisions of subordinate employees or to tentative 
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agency decisions; and (3) supporting reasons for the exceptions or 
proposed findings or conclusions. The record shall show the ruling 
on each finding, conclusion, or exception presented. All decisions 
jncjudjflg jnftial, recommended, and tentative decisions, are a part 
of tfo record and shall incfude a statement of- (A) findings and 
conclusions, and the reasons or basis therefor on all the material 
issues of fact, law, or discr etion presented on the record: and (R) 
the appropriate rule, order, sanction, relief; or denial thereof 
(emphasis supplied) 

Tims, the record must show not only the examiner' s finding and conclusions, of 
each of the four Graham factual inquiries, but also the reasons for these conclusions on 
all material issues of feet, law, or discretion. 

A determination as to whether a valid rejection has been made begins with 
ascertaining that the PTO policy regarding the guidelines laid down by the Supreme 
Court in Graham v. John Deere, 148 USPQ 459 (Sup. Ct 1966) has been carried out in 
accordance with the requirements set forth in 5 USC 557. 

The first Graham inquiry is the detenxunation of the scope and content of the prior 

art. 

In discussing the prior art, the Examiner makes mention of **the Allee sleeping 
bag" and two instances of alleged facts that are well known in the art The Examiner has 
not compared each item required by the claims with features of the Allee sleeping bag 
upon, which he is relying. The Examiner has not demonstrated the accuracy of the 
statement "[ijt is well known in the art to make or combine a sleeping bag with an 
integrated inflatable pad or mattress for the purpose of increasing the comfort of the bag 
while in use." Perhaps this is a "fact" within the Examiner's personal knowledge. The 
Examiner is called upon to verify this "fact" as provided by 37 CFR UG4 r The 
Examiner has not demonstrated the accuracy of the statement "it is very well known to 
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make toys with simulated animal features that operate electronically, i.e., include eyes 
that light up..." Once again, this may be an item of the Examiner's personal knowledge. 
Once again, the Examiner is called upon to verify this "fact" as provided by 37 CFR 
1 . 104. ft is considered from the above that the Examiner has not properly determined the 
scope and content of the prior art. 

The second Graham factor is ascertaining the differences between the prior art 
and the claims at issue. This critical step has not been carried out by the Examiner. No 
statement is of record which would indicate the difference between claims 8 and 9 and 
the reference relied upon or the two statements of common knowledge. Therefore, one 
examining the record could not easily and clearly tell what the differences are. The 
determination of the differences between the prior art and the claims is one of the four 
required Graham inquiries, and hence is a material issue. 5 USC 557 requires that 
finding and conclusions and the reasons or basis therefor on all the material issues of fact, 
law, or discretion be presented on the record. Accordingly, it is considered that the 
Examiner has not resolved the second Graham factual inquiry. 

The third factual inquiry is to determine the level of skill possessed by one drilled 
in this art. Is one of ordinary skill a mechanical engineer? Is one of ordinary skill a child 
who uses the structure of the claims? Is one of ordinary skill a parent who has purchased 
one of applicant's structures? Since what might be obvious to one of these persons might 
not be obvious to another, the determination of the level of skill of one of ordinary skill in 
the art is a necessary factor in making a reasoned determination of the correctness of the 
rejection, ft is requested that the Examiner make this determination and communicate 
this determination to applicant 
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Regarding the necessity of determining the level of ordinary skill in the pertinent 
art, the comments of the CAFC are pertinent and should be persuasive. The Fed. Or. 
stated in the decision of Ryko Manufecturing Co. v. Nu-Star, Inc., 21 USPQ2d 1053, 
1057 (Fed. Cir. 1991): 

Appellant asserts legal error in the failure of the district court 
to resolve the level of ordinary skill in the art. The importance 
of resolving the level of ordinary skill in the art lies in the 
necessity of maintaining objectivity in the obviousness inquiry. 
Instead of ascertaining what was subjectively obvious to the 
inventor at the time of invention, the court must ascertain what 
would have been objectively obvious to one of ordinary skill in 
the art at such time. Hence, the level of ordinary skill in the art 
is a factual question that must be resolved and considered 
(Emphasis added.) 

In order to apply an objective standard in determining the obviousness of 
applicant's invention, it is necessary that this determination be made by the Examiner. In 
order to enable the applicant to make a reasoned reply based on objective standards, the 
results of this determination should be conveyed to applicant. This has not been done. 
Thus, the third factual inquiry required by the Graham decision has not been carried out 
Should the examiner have wished to comply with this Graham requirement, he would 
have had ample guidance. The decision of Environmental Designs, Ltd, v. Union Oil 
Co, 218 USPQ 865 (Fed. Cir. 1983) offers six factors to be considered in determining 
the level of one of ordinary skill. These are: educational level of the inventor, type of 
problems encountered in the art, prior art solutions, rapidity of innovation, sophistication 
of technology, and educational level of active workers in the field. 

The finding of the level of skill of one of ordinary skill in the art and the 
informing of the applicant of this finding is more than a mere matter of courtesy on the 
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part of the Examiner. The detennination of the level of skill of one of ordinary skill in 
the art is one of the four required Graham inquiries, and hence is a materia] issue. 5 USC 
557 requires that Ending and conclusions and the reasons or basis therefor on all the 
material issues of feet, law, or discretion be presented on the record. It is apparent that 
this record is woefully incomplete. 

The fourth Graham factual inquiry is considering objective evidence present in 
the application indicating obviousness or non-obviousness. 

Section 706.020) of the M.P.EJ?. discusses three basic criteria which must be met 
before a prima facie case of obviousness can be made out. 

The first of these criteria spelled out by the MP.E.P. is that there must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the references or to 
combine the reference teachings. The motivation relied upon by the examiner is stated as 
being: "[bjecause of this well known use it would have been obvious to the skilled artisan 
to have provided the Allee sleeping bag with an integrated or combined inflatable pad" 
and *[b]ecause of this well known general teaching it would have been obvious to the 
skilled artisan to have provided the Allee sleeping bag with eyes that light up during use, 
by adding a batteiy pack with LED's or light bulbs as part of the bag constoiction." 

There is certainly no teaching in the Allee reference to modify the disclosed 
sleeping bag. Since the Examiner is relying on facts within his own knowledge and the 
facts disclosed to applicant contain no teaching to combine the facts with the teachings of 
the reference, it can only be concluded that there is no prior art suggestion to combine the 
teachings. 



PAGE 12/21 1 RCVD AT 1 1/4/2004 5:59:40 PM [Eastern Standard Time] 1 SVR:USPT0-EFXRM/1 * DNIS:8729306 * CSID: * DURATION (mm-ss):05-08 



11 



A valid rejection requires some objective reason to modify a reference. Thus, 
Section 2 143 of the M.P.EJP. states: 



A statement that modifications of the prior art to meet the 
claimed invention would have been M 'well within the 
ordinary glfll of the m at the time the claimed invention 
was made* 11 because the references relied upon teach that all 
aspects of the claimed invention were individually known 
in the art is not sufficient to establish a prima facie case of 
obviousness without some objective reason to combine the 
teachings of the references. Ex parte Levengood> 28 USPQ2d 
1300 (Bd. Pat App, & Inter. 1993). See also In re Kotzab, 217 
FJd 1365, 1371, 55 USPQ2d 1313, 1318 (Fed, Cir, 2000) 
(Court reversed obviousness rejection involving technologically 
simple concept because there was no finding as to the principle 
or specific understanding within the knowledge of a skilled 
artisan that would have motivated the skilled artisan to make 
the claimed invention); At-$ite Corp. v, VSIInt'Unc^ l74F.3d 
1308, 50 USPQ2d 1 161 (Fed. Cir. 1999) (The level of skill 
in the art cannot be relied upon to provide the suggestion to 
combine references.). 

Additionally, even if obviousness of the variation is predicated on the level of 
skill in the art, prior art evidence is needed to show what that level of skill was. See In re 
Kaplan and Walker, 229 USJ\Q, 678 (Fed. Cir. 1986), which stated: 

In the latter case, there must be some clear evidence to 
establish why the variation would have been obvious which 
can property qualify as "prior art" Even if obviousness of 
the variation is predicated on the level of skill in the art, 
prior art evidence is needed to show what that level of skill was. 

It is thus considered that the first M.P.EJP. criterion has not been met. 

The second criterion set out in the M.PJE.P, is that there must be a reasonable 
expectation of success resulting from the suggested combination of references. It is 
applicants position that there would be a reasonable expectation of success of operability 
of the claimed subject matter. One would have the sleeping bag of AUee with an air 
mattress for a sleeping surface and eyes that light up. Of course, neither the child nor 



i 
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anyone else would be able to see the lighted eyes when the sleeping bag was in use. Note 
Fig. 2 in this regard. 

The third criterion set forth in the M.PE.P. is that the combination of 
references must teach or suggest all of the claim limitations. 

Should one combine the teachings of the Allee reference and the facts within the 
Examiner's knowledge in the manner suggested by the Examiner, one would have a 
rectangular sleeping bag having indicia on the outer upper and tower surfaces, which 
indicia represent a creature. There would be an inflatable air mattress. Also the creature's 
eyes would light up. As opposed to what would be produced by the Examiner's 
interpretation of the prior art, the claims require a structure which is hollow and free- 
standing. The structure is not shaped like a rectangle, but is shaped like an animal. The 
structure does not have an air mattress on the inside, but the entire structure is made of 
inflatable material. 

Thus the third M.P.EJ*. criterion is not met. 

In view of the above, it is believed that claims 1-9 and 11 are allowable and a 
notice to that effect is solicited. 
Respectfully submitted, 

Richard L. Huff J&£ y 
33627 

(301)9242169 
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